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DETAILED ACTION 

1 . This action is issued in response to Application filed September 30, 2003. 

2. Claims 1-30 are pending. 

Claim Objections 

3. Claim 18 is objected to because of the following informalities: The first limitation 
is missing the word "the" between "if and "electronic". Appropriate correction is 
required. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

5. Claims 1-4,6,7,10,11,15-23,25,29, and 30 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

The term "if in claims 1-4,6,7,10,11,15-23,25,29, and 30 are relative terms, 
which render the claims indefinite. The term "if is considered alternative language, the 
specification does not provide a standard for ascertaining the requisite degree, and one 
of ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. Due to the language of the above stated claims, Examiner is unsure of what 
the outcome would be if the statement were not applied. Therefore, the above stated 
claims will be examined without giving weight to the term "if. 
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Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-30 are rejected under 35 U.S.C. 101 because the claimed invention 
lacks patentability utility. 

The basis of this rejection is set forth in a test of whether the invention is 
categorized as a process, machine, manufacture or composition of matter and if the 
invention produces a useful, concrete and tangible result. Mere ideas in the abstract 
(i.e., abstract idea, law of nature, natural phenomena) are found to be non-statutory 
subject matter. For a method claim to pass muster, the recited process must produce a 
useful, concrete and tangible result. 

In the present case, claims 1-30 recite a computer-implemented method for 
searching through ink characters. While, the method does search, retrieve, accept, and 
determine alternate words and characters, the method fails to produce any tangible and 
useful results. 

To expedite a complete examination of the instant application, the claims 
rejected under 35 U.S.C. 101 (lack of utility) above are further rejected as set forth 
below in anticipation of applicant amending these claims to place them within the four 
statutory categories of invention with utility. 
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Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

8. Claims 1-5 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Williamson (US Patent No. 6,785,417) issued on August 31, 2004. 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes 
prior art under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be 
overcome either by a showing under 37 CFR 1.132 that any invention disclosed 
but not claimed in the reference was derived from the inventor of this application 
and is thus not the invention "by another," or by an appropriate showing under 
37 CFR 1.131. 

Regarding Claim 1, Williamson disclose a computer-implemented method 
for searching through ink characters within an electronic document comprising 
the steps of: 

accepting a search query (columns 8-9, lines 67 and 1-5, respectively, 
Williamson); 
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retrieving a search query character from a search query word in the 
search query (column 8, lines 1-5, Williamson); 

accepting an ink word from the electronic document (column 4, lines 25- 
28, Williamson); 

accepting an ink alternate word (column 5, lines 7-10, Williamson), 
wherein the ink alternate word is an estimation of the ink word (column 5, lines 
15-18, Williamson); 

retrieving an ink alternate character for the ink alternate word (column 7, 
lines 1-4, Williamson); 

determining if the ink alternate character matches the search query 
character (column 8, lines 61-67, Williamson); and 

repeating steps d-f for a plurality of ink alternate characters (column 12, 
lines 45-54, Williamson) 1 . 

Regarding Claim 2, Williamson disclose the computer-implemented 
method further comprising the steps of: 

accepting another ink alternate character for the ink alternate word in 
response to a positive determination that the ink alternate character matches the 
search query character (column 11, lines 18-25, Williamson); 

accepting another search query character from the search query word 
(column 11, lines 36-39, Williamson); 
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determining if the other ink alternate character matches the other search 
query character (column 1 1 , lines 39-42, Williamson); 

determining if the other search query character is the last character in the 
search query word (column 12, lines 22-26, Williamson) 2 in response to a 
positive determination that the other ink alternate character matches the other 
search query character (column 12, lines 37-39, Williamson); and 

sending a match to the match list (column 11, lines 18-19, Williamson) in 
response to a positive determination that the other search query character is the 
last character in the search query word (column 12, lines 22-26, Williamson) 3 . 

Regarding Claim 3, Williamson disclose the computer-implemented 
method further comprising the steps of: 

determining if the search query contains another search query word 
(Fig.8, step 814; column 12, lines 51-54, Williamson); 

retrieving a search query character of the other search query word in 
response to a positive determination that the search query contains the other 
search query word (column 11, lines 18-25, Williamson); and 

determining if the search query character of the other search query word 
matches the ink alternate character of the ink alternate word (column 1 1 , lines 
39-42, Williamson). 

1 Examiner Notes: Fig.8 shows step 816 looping around back up to step 802, in order to repeat the 
process again. 

Examiner Notes: The last character for the search query corresponds to 'e'. 
3 Examiner Notes: The determination was positive because the outcome was a match. 
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Regarding Claim 4, Williamson disclose the computer-implemented 
method further comprising the steps of: 

accepting another ink alternate word in response to a determination that 
the ink alternate character does not match the search query character (column 
12, lines 55-60, Williamson); 

retrieving an ink alternate character for the other ink alternate word 
(column 7, lines 1-4, Williamson); 

determining if the ink alternate character for the other ink alternate word 
matches the search query character (column 1 1 , lines 39-42, Williamson); and 

repeating steps a-c for a plurality of ink alternate words (column 12, lines 
59-60, Williamson). 



Regarding Claim 5, Williamson disclose a computer-readable medium 
having computer-executable instructions for performing the steps recited in Claim 
1 (column 3, lines 12-22, Williamson). 



Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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10. Claims 6-9,12-15, and 25-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Roche (US Patent No. 6,859,800) filed April 26, 2000 in view of 
Lopresti (US Patent No. 5,832,474) filed February 26, 1996. 

Regarding Claims 6,12, and 25 Roche discloses a computer-implemented 
method for searching within an electronic document comprising the steps of: 

accepting a search query (column 9, lines 48-50, Roche) comprising a 
search query word to be sought in the electronic document (Fig.6; column 13, 
lines 44-45, Roche); 

determining if the search query word matches at least one set of 
characters in the electronic document (column 13, lines 54-56, Roche); 

adding a match to a match list in response to a positive determination that 
the search query word matches the set of characters in the electronic document 
(column 23, lines 24-31, Roche); 

sorting the matches in the match list (column 1 1 , lines 4-6, Roche) 4 ; 

identifying the match in the match list (column 20, lines 32-37, Roche) that 
is closest to a match point in the electronic document (column 21, lines 2-5, 
Roche); and 

navigating through the electronic document to the match closest to the 
match point (column 22, lines 23-35, Roche). While Roche does disclose 
identifying the match closest to the match point, Roche is silent with respect to 
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highlighting the closest point. On the other hand, Lopresti discloses highlighting 
the match closest to the match point (column 7, lines 33-40, Lopresti). It would 
have been obvious to one of ordinary skill in the art at the time of the invention to 
incorporate Lopresti's teachings into the Roche system. Roche and Lopresti are 
analogous art because they are from the same field of endeavor of accepting and 
fulfilling a queries need that supports text data and user-drawn annotations. A 
skilled artisan would have been motivated to combine the highlighting feature of 
Lopresti with the Roche system as suggested by Lopresti at column 7, lines 36- 
41 , in order to intensify the matching annotation (i.e. to help the desired match 
stand out visually for the user). As a result, highlighting the interesting portion of 
the document allows the user to identify the text more quickly, saving valuable 
time. 

Regarding Claim 7, the combination of Roche in view of Lopresti, disclose 
the computer-implemented method further comprising the steps of: 

retrieving document content from the electronic document (column 13, 
lines 4-6, Roche) 5 ; 

accepting at least one document content character from the 
document content (column 12, lines 30-37, Roche); 

determining if additional document content exists in the electronic 
document (columns 26-27, lines 64-67 and 1-2, respectively, Roche); and 



4 Examiner Notes: "Ranking" corresponds to sorting. 



Application/Control Number: 10/675,450 
Art Unit: 2161 



Page 10 



repeating steps a-c for the additional document content (column 21, lines 
59-61, Roche). 

Regarding Claims 8 and 28, the combination of Roche in view of Lopresti, 
disclose the computer-implemented method wherein the search query comprises 
at least two search query words (Fig.7; column 14, lines 48-50, Roche), further 
comprising the step of processing a boolean operator in the search query 
(column 35, lines 61-64, Roche). 

Regarding Claim 9 and 29, the combination of Roche in view of Lopresti, 
disclose the computer-implemented method wherein the step of processing a 
boolean operator in the search query comprises: 

accepting the boolean operator from the search query (column 1 , lines 29- 
33, Roche); 

accepting a match to a first query word before the boolean operator 
from the match list (column 2, lines 9-17, Roche) 6 ; 

accepting a match to a first query word after the boolean operator from 
the match list (column 2, lines 9-17, Roche) 7 ; 

determining if the match to the first query word before the boolean 
operator and the match to the first query word after the boolean operator satisfy a 

5 Examiner Notes: The retrieving of the document is performed by the retrieval application (column 11, 
lines 18-21, Roche). 

6 Examiner Notes: The first query word before the boolean is "Alexander" the match is "Alexander Heard". 

7 Examiner Notes: "Bell" represents the first query word after the boolean and the match is "Packard Bell". 
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spatial relationship (column 2, lines 24-30, Roche) 8 ; and 

removing from the match list the match to the first query word before the 
boolean operator and the match to the first query word after the boolean operator 
in response to a failure to satisfy the spatial relationship (column 2, lines 40-52, 
Roche) 9 . 

Regarding Claims 13 and 26, the combination of Roche in view of 
Lopresti, disclose the computer-implemented method wherein the match point 
comprises the cursor location in the electronic document (column 5, lines 29-31, 
Lopresti). 

Regarding Claims 14 and 27, the combination of Roche in view of 
Lopresti, disclose the computer-implemented method wherein sorting the 
matches comprises sorting the matches in the match list by the page number in 
which the match is located in the electronic document (column 17, lines 31-34, 
Roche). 

Regarding Claim 15, the combination of Roche in view of Lopresti, 
disclose the computer-implemented method further comprising the steps of: 



8 Examiner Notes: The proximity operators correspond to the satisfying of the spatial relationship, 
because the user will designate a specific distance allowed between two terms and anything else is 
unacceptable. 

9 Examiner Notes: Reducing the number of irrelevant documents correspond to removing. 
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sorting a plurality of matches in the match list by page number in the 
electronic document (column 17, lines 31-34, Roche); 

accepting a first match and a second match from the match list (column 
13, lines 60-61, Roche); 

determining if at least one character is between the documents content 
characters corresponding to the first match and the second match in the 
electronic document (column 2, lines 33-37, Roche) 10 ; 

merging the first match and the second match in the match list in response 
to a negative determination of at least one character between the document 
content characters corresponding to the first match and the second match 
(column 12, lines 53-57, Lopresti) 11 ; 

retrieving a next match in the match list (column 26, lines 64-66, Roche); 

and 

repeating steps b-e for the plurality of matches in the match list (columns 
26-27, lines 66-67 and 1-2, respectively, Roche). 

11. Claims 10 and 11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Roche (US Patent No. 6,859,800) filed April 26, 2000 in view of Lopresti (US 
Patent No. 5,832,474) filed February 26, 1996, as applied to claims 6-9,12-15, and 
25-29 above, and further in view of "Software Patent Institute Database of 
Software Technologies", Published 1997, will be referred to hereinafter as "SPI". 
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Regarding Claim 10, the combination of Roche in view of Lopresti, 
disclose the computer-implemented method wherein the spatial relationship is 
satisfied if the match to the first query word before the Boolean operator and the 
match to tie first query word after the boolean operator. However, Roche in view 
of Lopresti, are silent with respect to the spatial relationship occurring within the 
same paragraph of the electronic document. On the other hand, SPI discloses 
the spatial relationship occurring within the same paragraph of the electronic 
document (pg.3, lines 7-26, SPI). It would have been obvious to one of ordinary 
skill in the art at the time of the invention to incorporate SPI's teachings into the 
Roche in view of Lopresti system. The combination of Roche in view of Lopresti, 
and SPI are analogous art because they are from the same field of endeavor of 
using search operators in order to search. A skilled artisan would have been 
motivated to combine the combination of Roche in view of Lopresti with the SPI 
teaching in order to allow the user to designate the spacing between two terms, 
which allows the for commanding the system to retrieve documents which 
contain the terms close to each other. Boolean operators are used for searching 
electronic documents and determining a query by joining terms. As a result, this 
allows for more control over the query results and reduction in number of 
irrelevant documents. 



Examiner Notes: The search is for "Alexander NEAR Bell", an optional outcome is "Alexander Graham 
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Regarding Claim 1 1 , the combination of Roche in view of Lopresti, and 
further in view of SPI, disclose the computer-implemented method wherein the 
spatial relationship is satisfied if the match to the first query word before the 
boolean operator and the match to the first query word after the boolean operator 
occur within the same page of the electronic document (pg.3-4, lines 41-48 and 
1-8, respectively, SPI). 

12. Claims 16-24 and 30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Roche (US Patent No. 6,859,800) filed April 26, 2000 in view of 
Lopresti (US Patent No. 5,832,474) filed February 26, 1996, and further in view of 
Williamson (US Patent No. 6,785,417) filed August 22, 2000. 

Regarding Claims 16 and 30, the combination of Roche in view of 
Lopresti, disclose the computer-implemented method wherein the step of 
determining if the search query word matches at least one set of characters in 
the electronic document comprises: 

accepting one of the search query words from the search query (column 
13, lines 44^45, Roche); and 

accepting a document content character from the electronic document 
(column 12, lines 30-37, Roche). However, the combination of Roche in view of 
Lopresti, is silent with respect to determining if the character is an ink character 



Bell", wherein Graham is an example of characters between the two matches. 
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or a text character; and conducting an ink character match in response to a 
determination that the first document content character is an ink character. On 
the other hand, Williamson discloses determining if the character is an ink 
character or a text character (column 4, lines 34-43, Williamson); and conducting 
an ink character match in response to a determination that the first document 
content character is an ink character (column 7, lines 31-35, Williamson). It would 
have been obvious to one of ordinary skill in the art at the time of the invention to 
incorporate Williamson's teachings of determining the character type, into the 
Roche in view of Lopresti system. The combination of Roche in view of Lopresti, 
and Williamson are analogous art because they are from the same field of 
endeavor of accepting and fulfilling a queries need with text data and ink data. A 
skilled artisan would have been motivated to combine as suggested by 
Williamson at column 14, lines 36-41 , in order to allow the system to be more 
flexible and more varied with customization in order to meet a variety of 
scenarios. 

Regarding Claim 17, the combination of Roche in view of Lopresti, and 
further in view of Williamson, disclose the computer-implemented method 
wherein the step of conducting a text character match comprises: 

comparing the document content character to the search query character 
to determine if the characters match (column 18, lines 47-51, Roche); 



11 Examiner Notes: The "errors" are indications of a negative determination. 
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determining if the search query word contains additional characters in 
response to a positive determination that the search query character matches the 
document content character (columns 26-27, lines 64-67 and 1-2, respectively, 
Roche); 

retrieving another one of the search query characters in response to a 
positive determination that the search query word contains additional characters 
(column 11, lines 18-25, Williamson); and 

sending a match to the match list (column 11, lines 18-19, Williamson) in 
response to a negative determination that the search query word contains 
additional characters (column 12, lines 22-26, Williamson). 

Regarding Claim 18, the combination of Roche in view of Lopresti, and 
further in view of Williamson, disclose the computer-implemented method further 
comprising the steps of: 

determining if electronic document comprises a next document content 
character (columns 26-27, lines 64-67 and 1-2, respectively, Roche) in response 
to a negative determination that the search query character matches the 
document content character; 

retrieving the next document content character in response to a positive 
determination that the electronic document comprises the next document content 
character (column 13, lines 4-6, Roche); and 
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comparing the search query character to the next document content 
character to determine if the characters match (column 18, lines 47-51, Roche). 

Regarding Claim 19, the combination of Roche in view of Lopresti, and 
further in view of Williamson, disclose the computer implemented method further 
comprising the steps of: 

determining if the search query contains another search query word 
(Fig. 8, step 814; column 12, lines 51-54, Williamson); 

retrieving a search query character of the other search query word in 
response to a positive determination that the search query contains the other 
search query word (column 11, lines 18-25, Williamson); and 

comparing the document content character to the search query character 
of the other search query word to determine if the characters match (column 18, 
lines 47-51 , Roche). 

Regarding Claim 20, the combination of Roche in view of Lopresti, and 
further in view of Williamson, discloses the computer-implemented method 
wherein the step of conducting an ink character match comprises: 

accepting an ink alternate word (column 5, lines 7-10, Williamson), 
wherein the ink alternate word is an estimation of the actual ink word received by 
the electronic document (column 5, lines 15-18, Williamson); 
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retrieving an ink alternate character for the ink alternate word (column 7, 
lines 1-4, Williamson); 

determining if the ink alternate character matches the search query 
character (column 8, lines 61-67, Williamson); 

accepting another ink alternate word in response to a determination that 
the ink alternate character does not match the search query character (column 
12, lines 55-60, Williamson); and 

repeating steps b-d for the other ink alternate word (column 12, lines 45- 
54, Williamson). 

Regarding Claim 21, the combination of Roche in view of Lopresti, and 
further in view of Williamson, disclose the computer implemented method further 
comprising the steps of: 

accepting another ink alternate character for the ink alternate word 
(column 11, lines 18-25, Williamson); 

accepting another search query character from the search query word 
(column 11, lines 36-39, Williamson); 

determining if the other ink alternate character matches the other search 
query character (column 1 1 , lines 39-42, Williamson); 

determining if the other search query character is the last character in the 
search query word (column 12, lines 22-26, Williamson) in response to a positive 
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determination that the other ink alternate character matches the other search 
query character (column 12, lines 37-39, Williamson); and 

sending a match to the match list (column 11, lines 18-19, Williamson) in 
response to a positive determination that the other search query character is the 
last character in the search query word (column 12, lines 22-26, Williamson). 

Regarding Claim 22, the combination of Roche in view of Lopresti, and 
further in view of Williamson, disclose the computer-implemented method further 
comprising the steps of: 

determining if the search query contains another search query word 
(Fig.8, step 814; column 12, lines 51-54, Williamson); 

retrieving a search query character of the other search query word in 
response to a positive determination that the search query contains the other 
search query word (column 11, lines 18-25, Williamson); and 

determining if the search query character of the other search query word 
matches the ink alternate character of the ink alternate word (column 1 1 , lines 
39-42, Williamson). 

Regarding Claim 23, the combination of Roche in view of Lopresti, and 
further in view of Williamson, disclose the computer-implemented method further 
comprising the steps of: 

determining if the electronic document comprises additional document 
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content characters (columns 26-27, lines 64-67 and 1-2, respectively, Roche); 

retrieving a next document content character in response to a positive, 
determination that the electronic document comprises additional document 
content characters (column 11, lines 18-25, Williamson); and 

determining if the next document content character is an ink character or a 
text character (column 4, lines 34-43, Williamson). 

Regarding Claim 24, the combination of Roche in view of Lopresti, and 
further in view of Williamson, disclose a computer-readable medium having 
computer-executable instructions for performing the steps recited in Claim 6 
(column 3, lines 12-22, Williamson). 
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